THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)

was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 98-1200
Appl i cation 08/589, 780!

ON BRI EF

Bef ore CALVERT, MElI STER, and McQUADE, Administrative Patent
Judges.

McQUADE, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

Tadeusz Stani szewski appeals fromthe final rejection of

clainms 18 through 23, all of the clainms pending in the

! Application for patent filed January 22, 1996.
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application. W reverse.

The invention relates to a device "for nounting a machi ne
el enent with a bore coaxially onto a shaft, for common
novenment with the shaft" (specification, page 1). Cdaiml8 is
illustrative and reads as foll ows:

18. A nounting device, for nounting an el enment having a
central bore, on a shaft, via said bore, for novenent of said

el enent in common with said shaft, conpri sing:

a split sleeve dinensioned to be receivable within said
bore; and

nmeans for (a) envel opnent of at |east a portion of said
sl eeve, (b) entering said bore, (c) clanping said sleeve into
fast, radial-gripping engagenent with the shaft, (d) expanding
into fast, radial-gripping engagenent with said bore, and (e)
i npressing an axi al force against the el enent.

The references relied upon by the exam ner as evidence of
obvi ousness ar e:

Lew s 1,195, 482 Aug. 22,
1916

St ani szewsKki 5, 067, 846 Nov. 26,
1991

Clainms 18 through 23 stand rejected under 35 U S.C. 8§
103(a) as being unpatentabl e over Staniszewski in view of
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Lew s.

Ref erence is nmade to the appellant's main and reply
briefs (Paper Nos. 12 and 14) and to the exam ner's fina
rejection and
answer (Paper Nos. 4 and 13) for the respective positions of

t he

appel l ant and the exam ner with regard to the nmerits of this
rejection.?
As i ndi cated above, independent claim18 recites a

nmounting device conprising, inter alia, a split sleeve

2 On page 3 in the answer, the exam ner refers to U S
Patent Nos. 5,590,565 to Palfenier et al. and 5,203,861 to
Irwin et al. to support his position on appeal. Neither of
t hese references, however, appears in the statenent of the
appeal ed rejection. Wiere a reference is relied on to support
a rejection, whether or not in a mnor capacity, there is no
excuse for not positively including the reference in the
statenent of the rejection. [In re Hoch, 428 F.2d 1341, 1342
n.3, 166 USPQ 406, 407 n.3 (CCPA 1970). Accordingly, we have
not consi dered the teachings of Palfenier et al. or Irwin et
al. inreviewng the nerits of the examner's rejection.
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di nensi oned to be receivable within the bore of an elenment to
be nmounted on a shaft and "neans for (a) envel opnent of at

| east a portion of said sleeve, (b) entering said bore, (c)

cl anpi ng said sleeve into fast, radial-grippi ng engagenent
with the shaft, (d) expanding into fast, radial-gripping
engagenent with said bore, and (e) inpressing an axial force
agai nst the elenent.”

In explaining the appeal ed rejection, the exam ner states
t hat

St ani szewski di scl oses a nounting device

substantially the same as applicant's with the

exception of a shoulder [i.e., a "neans for

entering said bore"]. Lewis teaches the use of a

shoul der 22 for the purpose of supporting a wheel W

It woul d have been obvious to a person having

ordinary skill in the art at the tinme of applicant's

invention to nodify the device of Stani szewski as

taught by Lewis [final rejection, page 2].

The appellant submts that this rejection is unsound
because Stani szewski and Lewi s, even if conbined in the manner
proposed by the exam ner, would not result in a nmounting
device neeting the limtation in claim18 requiring "nmeans for

expanding into fast, radial-gripping engagenent with

sai d bore."
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The appellant's position here is well taken.
St ani szewski and Lewi s contai n no suggesti on what soever of a
nounti ng devi ce havi ng neans for expanding into fast, radial-
gri ppi ng engagenent with the bore of an el enent bei ng nounted
on a shaft. The exam ner's apparent contention that
St ani szewski's nut nmenbers 36 and 38, as nodified in view of
Lewis to include shoul ders extending into bore 11 of el enent
10, woul d expand into fast, radial-gripping engagenent with
the bore if they were made of a plastic or nalleable materi al
(see pages 3 and 4 in the answer) is not persuasive. Even if
these nut nenbers were nmade of a plastic or malleable
material, it would be unduly speculative to conclude that they
woul d expand into a fast, radial-gripping engagenent with the
bore. In short, Staniszewski and Lewis sinply do not provide
the factual basis necessary to conclude that the nounting
device recited in claim18, with its "nmeans for
expanding into fast, radial-gripping engagenment with said
bore,"” woul d have been obvious to one of ordinary skill in the

art.

Accordi ngly, we shall not sustain the standing 35 U.S. C
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8§ 103(a) rejection of claim18, or of clains 19 through 23
whi ch depend therefrom as bei ng unpatentable over
St ani szewski in view of Lew s.

The decision of the exam ner is reversed.

REVERSED

| AN A. CALVERT )
Adm ni strative Patent Judge

BOARD OF PATENT
JAMES M MEl STER

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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